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DETAILED ACTION 

Claims 1-55 are pending. 



Election/Restriction 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-19, drawn to a method of phosphorylating a protein using 
soluble GlcNAc phosphotransferase, classified in class 435. subclass 41. 

II. Claims 20 and 21 . drawn to a method of phosphorylating a protein using 
soluble GlcNAc phosphotransferase made by a host cell and comprising 
the mixture of subunits. classified in class 435. subclass 41. 

III. Claims 22. 26 and 28-37. drawn to a GlcNAc phosphotransferase, 
classified in class 435. subclass 194. 

IV. Claims 23-25. 27 and 38-51 . drawn to a DNA encoding GlcNAc 
phosphotransferase, a vector and host cell containing the same and a 
method of making a GlcNAc phosphotransferase, classified in class 435. 
subclass 194. 

V. Claim 52. drawn to a phosphorylated protein obtained by the method of 
claim 1, classified in class 435, subclass 183. 

VI. Claim 53, drawn to a phosphorylated protein obtained by the method of 
claim 17, classified in class 435, subclass 183. 
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VII. Claim 54. drawn to a method of treating a patient with a lysosomal 

hydrolase modified by a GlcNAc phosphotransferase of claim 26 or 32, 
classified in class 424, subclass 94.6. 
Inventions III and IV are patentably distinct because a GlcNAc 
phosphotransferase and a DNA encoding thereof are different compounds each with 
its own chemical structure and function, and they have different utilities. The DNA 
molecules of inventions IV are not limited in use for the production of a GlcNAc 
phosphotransferase of invention III and can be used as hybridization probes, and a 
GlcNAc phosphotransferase of invention III can be obtained by a materially different 
method such as by the biochemical purification or chemical synthesis. 

Inventions III. V and VI are unrelated. Inventions are unrelated if it can be 
shown that they are not disclosed as capable of use together and they have different 
modes of operation, different functions, or different effects (MPEP § 806.04, MPEP 
§ 808.01). In the instant case the different inventions, represent structurally and 
functionally different enzymes and proteins. Therefore, where structural identity is 
required, such as for pharmacological effects and production of antibodies, the different 
sequences have different effects. 

Inventions (III and I) and (IV and II). respectively, are related as product and 
process of use. The inventions can be shown to be distinct if either or both of the 
following can be shown: (1) the process for using the product as claimed can be 
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practiced with another materially different product or (2) the product as claimed can be 
used in a materially different process of using that product (M.P.E.P. § 806.05(h)). In 
the instant case a GlcNAc phosphotransferase of invention III can be used to induce 
antibodies and in in vitro screening for inhibitors thereof. A DMA of invention IV can be 
used as a hybridization probe. 

Inventions I and V-VI are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case a phosphorylated protein can be obtained by 
chemical methods or using different enzymes. 

Methods of inventions I and II are patentably distinct as employing different 
compounds such as a GlcNAc phosphotransferase and a DNA and comprising different 
steps. 

A phosphorylated proteins of inventions V and VI and hydrolases used in 
invention VII are not necessarily have the same compositions and/or stmctures as 
being obtained by different modification methods. 

If invention VII is drawn to a method of use of a hydrolase encompassed by 
invention V or VI. the invention V-VI and VII are related as product and process of i 
The inventions can be shown to be distinct if either or both of the following can be 
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Shown: (1) the process for using the product as claimed can be practiced with another 
materially different product or (2) the product as claimed can be used in a materially 
different process of using that product (M.P.EP. § 806.05(h)). In the instant case the 
product can be used to induce antibodies. 

A telephone call was made to Dr. Daniel Pereira on February 14. 2003 to 
request an oral election to the above restriction requirement, but did not result in an 
election being made. 

Applicant is advised that the reply to this requirement to be complete must 
include an election of the invention to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1.48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a petition under 37 CFR 1.48(b) and by the fee required under 37 CFR 1 .17(1). 



Any inquiry concerning this communication or earlier communications from the 
f7m7?n« too^ tI *° ^^^^^^^^ Slobodyansky whose telephone number is 

9:30 AM to 6 00 PM^ "^'^^"y reached Monday through Friday from 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Dr. Ponnathapura Achutamurthy. can be reached at (703) 308-3804 The 
FAX phone number for Technology Center 1600 is (703) 308-4242 





Application/Control Number: 10/023,888 
Art Unit: 1652 



Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Center receptionist whose telephone number is 
(703) 308-0196. 




Elizabeth Slobodyansky, PhD 
Primary Examiner 



February 24, 2003 



